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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply end will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)[)(l Responsive to communication(s) filed on Apr 30, 2003 



2a) □ This action is FINAL. 2b) K This action is non-final. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. 

2. The Response filed April 30, 2003 (Paper No. 21) is acknowledged. No claims 
were amended, added or cancelled. Currently, claims 16, 17, 19-38 and 40-58 are 
pending. 

3. Claims 20-23, 27, 29, 34-36, 40, 44, 46-49 and 51-58 remain withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b) as being drawn to non-elected 
species, there being no allowable generic claim. With respect to applicant's arguments 
that these claims should be examined (Response, page 2), the examiner's withdrawal of 
the above claims from consideration is deemed to be proper in view of the fact that there 
is no allowable generic claim. However, as stated in the Restriction Requirement, upon 
the allowance of a generic claim, applicant will be entitled to consideration of claims to 
additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. 
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4. Therefore, claims 16, 17, 19, 24-26, 28, 30-33, 37, 38, 41-43, 45 and 50 are 
examined on the merits in this action. 

Status of Rejections 

5. All previous rejections are maintained. Response to applicant's arguments follow 
each rejection. Also a new rejection is set forth in this action (see paragraphs 30-3 1). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 
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8. Claims 16, 17, 19, 24-26, 28, 30-33, 37, 38, 41-43, 45 and 50 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Van Tol et al (WO 97/42232 - on PTO- 
1449) in view of Willson (WO 97/32208 - on PTO-1449). 

Van Tol et al teach a method for polymerization of alpha olefins using 
various catalysts (see Abstract). The method is first carried out with the monomer 
of octene (reading on the limitations of the instant 37, 38 and 41), see page 28, 
beginning on line 9. The method is then carried out with octene and other 
monomers, see Example II beginning on page 28, line 26. Octene and ethylene 
are polymerized in Example III of the reference (page 31). Since Van Tol et al 
starts off by only using octene and then goes on to use other monomers in their 
polymerization process, this is deemed to read on the limitation where the 
"polymerization performance of the potential catalysts is determined for at least a 
first monomer as a predictor for the polymerization performance of the potential 
catalysts for at least a second monomer" of claim 16 and also the limitations of 
claim 17. Note that Van Tol et al characterize the octane polymer by determining 
molecular weight and unsaturation (NMR) {Example 1} and others by amount of 
polymer produced {Example II}. The other polymers made by incorporation of 
other monomers were also characterized. This reads on the limitations in instant 
claims 19, 30, 45 and 50. 

The reactions were quenched to stop the polymerization after a two hour 
period (page 28, lines 16-18), reading on the limitations of claim 31 and 32. Van 
Tol et al teach a variety of catalyst systems, see page 33, Table 1 of the reference. 
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Van Tol et al lack the specifics of testing an "array of at least 8 potential 
polymerization catalysts" by "concurrent reaction" (claim 16) and the limitations 
of claims 24-26, 28, 33, 42 and 43 concerning testing arrays, array format, 
number of elements in the array and time per assay. However, the findings of In 
re A Her should be considered: "where the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable 
ranges by routine experimentation." In reAller, 220 F.2d 454, 456, 105 USPQ 
233, 235 (CCPA 1955). 

Moreover, various formats for preparing and testing collections of 
catalysts were well known in the art at the time of filing. Willson teaches a 
multicell holder for assembling and testing large numbers of catalysts as cells, 
spots or pellets (see Abstract; Figure 1 and page 2, lines 14-29). In preparing 
Willson' s arrays of catalysts, "the catalyst candidate precursors can be 
deposited. . .by any convenient technique, preferably by pipette or absorbing 
stamp. . .In preferred embodiments, the deposition process will be under robotic 
control, similar to that used to load multicell plates in biochemical assays" (page 
4, top). Willson also teaches that robotic techniques can be employed. The 
reference teaches that their set-up permits "the scanning of dozens of catalysts in 
a single set-up, often in less time than required for a single catalysts to be 
evaluated by conventional methods" (page 2, lines 1-11). Willson also teaches 
that "[o]nce the catalysts are in place on the support, any suitable technique 
known to the art can be used to stabilize, and/or activate the particular catalysts 
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chosen" (page 4, bottom). The reference teaches that the invention "has utility 
with any reaction which can be enhanced by the presence of a catalyst . . . 
including ...polymerization reactions..." (page 5, lines 5-11). 

Therefore, it would have been prima facie obvious to one of ordinary skill 
in the art to use the catalysts and methodology of Van Tol et al in a combinatorial 
type setting (assay) to make and test arrays of catalysts as taught by Willson for 
polymerization performance based on the results of initial monomer testing (as set 
forth by Van Tol et al). Willson demonstrates that physical and spatial 
manipulation of catalyst arrays was well known in the art at the time of filing. 
The techniques for these manipulations result in a more automated work 
environment. One of ordinary skill would be motivated to use various automated 
manipulation techniques known to the combinatorial chemistry art (as evidenced 
by the teachings of Willson) based on their known advantages. The advantages 
are specifically taught, for example, in Willson, that is "sharply reduce labor costs 
per catalyst screened". 

Response to Arguments 
9. Applicant's arguments filed April 30, 2003 have been fully considered but are not 
found persuasive. The examiner's rationale is set forth below. Also, the Declarations 
under 37 CFR 1.132 filed April 30, 2003 are insufficient to overcome the rejections of 
the claims. This is specifically discussed in paragraphs 19-24 below. 
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10. Applicant argues that the Van Tol reference "does not disclose any figure of 
merit, prediction or screening of catalysts" (Response, page 3). The examiner 
respectfully disagrees. As stated in the rejection, since Van Tol et al starts off by only 

I 

using octene and then goes on to use other monomers in their polymerization process, 
this is deemed to read on the limitation where the "polymerization performance of the 
potential catalysts is determined for at least a first monomer as a predictor for the 
polymerization performance of the potential catalysts for at least a second monomer". 

1 1 . There are no additional limitations set forth in the instant claims as to what 
constitutes the step of "polymerization performance of the potential catalysts is 
determined for at least a first monomer as a predictor for the polymerization performance 
of the potential catalysts for at least a second monomer". That is, there are no specific 
values or algorithms that are to be used in making this prediction set forth in the instant 
claims. Applicant states that this argument is confusing (Response, page 4). As stated in 
the last action, steps such as "prediction" and "planning" are mental steps as currently 
claimed and the prior art process could be used for this purpose (i.e. prior art capable of 
performing the intended use). See paragraph 14 below. Importantly, Applicant's 
specification states that "the step of using the determination as a predictor comprises 
covolvmerizing the first and second monomer using the catalysts " (page 11, lines 24- 
25). The above-mentioned teachings of Van Tol clearly read on this. 



Serial Number: 09/59<dPJ 1 
Art Unit: 1639 



Page 8 



12. Also, in response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e. overcoming a benchmark of performance; comparative numerical property; "setting 
a benchmark for the figure of merit high enough so that a prediction can be made" see, 
e.g. Response, page 4) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See/n re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
Moreover, it is not at all clear that such limitations are even present in the instant 
specification. 

13. On the whole, applicant's arguments are directed to the step of using the 
determination as a predictor (and for planning) and that such is not taught by the prior art. 
However, some of these "steps" are set forth in the preamble of the method. Note that 
the preamble is not given the effect of a limitation unless it breathes life and meaning into 
the claim. In order to limit the claim, the preamble must be "essential to point out the 
invention defined by the claim." Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951) (discussed below). A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a structure, 
and where the body of the claim does not depend on the preamble for completeness but, 
instead, the process steps or structural limitations are able to stand alone. In re Hirao, 
535 F.2d 67, 190 USPQ 15 (CCPA 1976) {see MPEP § 21 1 1.02}. The references that 
are set forth in the rejection above clearly teach the steps of the claimed method, thus the 



Serial Number: 09/59' 
Art Unit: 1639 



Page 9 



method is deemed to be prima facie obvious. Applicant argues that the preamble is 
"more than a mere statement of purpose" (Response, page 5). The examiner has not 
completely disregarded the preamble, and has given some of it patentable weight as 
evidenced by the rejection. However, some of the "steps" set forth in the preamble have 
not been given patentable weight (i.e. using performance as a predictor), see paragraph 1 1 
above. 

14. Also, certain claim limitations appear to be directed at the intended use of the 
claimed method. In apparatus, article, and composition claims, intended use must result 
in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as compared 
to the prior art. In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto, 312 
F.2d 937, 938, 136 USPQ 458, 459 (CCPA 1963). 

15. Applicants argue that steps such as "prediction" and "planning" differentiate their 
process from the prior art; however, these are mental steps as currently claimed and the 
prior art process could be used for this purpose (i.e. prior art capable of performing the 
intended use). Importantly, the limitation of "using the polymerization performance as a 
figure of merit for planning" is a mental act that is not given any patentable weight 
There is no ascertainable manipulative difference that results from this step. 



Serial Number: 09/59f5jWl 
Art Unit: 1639 



Page 10 



Applicants argue that there is "tremendous manipulative difference" (Response, page 6). 
However, it is the examiner's position that such a difference is not evident from the 
language of the claims. Applicants also "submit that the prediction and planning steps 
are indirectly reciting an algorithm" (Response, page 6). Indirectly reciting an algorithm 
is not sufficient to lend the claim limitations patentable weight. Applicant then goes on to 
further describe the prediction and planning steps; however, most of the steps/acts 
referred to are not positively recited in the instant claims (see also paragraph 12 above). 

16. Thus, the examiner's position is that the teachings of Van Tol et al and Willson 
render the method of the instant claims prima facie obvious in view of the fact that Van 
Tol et al starts off by only using octene and then goes on to use other monomers in their 
polymerization process and the teaching of Willson that various formats for preparing 
and testing collections of catalysts were well known in the art at the time of filing. As 
stated in the rejection, Van Tol et al teach initial monomer testing and Willson 
demonstrates that physical and spatial manipulation of catalyst arrays was well known in 
the art at the time of filing. 

17. Applicants state that there is no motivation to combine the two references. The 
examiner respectfully disagrees. The test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or 
all of the references. Rather, the test is what the combined teachings of the references 
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would have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981). As stated in the rejection, it would have been obvious to 
one of ordinary skill in the art to use the catalysts and methodology of Van Tol et al in a 
combinatorial type setting (assay) to make and test arrays of catalysts as taught by 
Willson for polymerization performance based on the results of initial monomer testing 
(as set forth by Van Tol et al). Willson demonstrates that physical and spatial 
manipulation of catalyst arrays was well known in the art at the time of filing. The 
techniques for these manipulations result in a more automated work environment. One of 
ordinary skill would be motivated to use various automated manipulation techniques 
known to the combinatorial chemistry art (as evidenced by the teachings of Willson) 
based on their known advantages. The advantages are specifically taught, for example, in 
Willson, that is "sharply reduce labor costs per catalyst screened". 

18. In this case, the examiner maintains that the combined teachings of the cited 
references render the claimed invention obvious. The teachings referred to above 
(paragraph 1 7) are strong motivation. The strongest rationale for combining references is 
a recognition, expressly or impliedly in the prior art or drawn from a convincing line of 
reasoning based on established scientific principles or legal precedent, that some 
advantage or expected beneficial result would have been produced by their combination. 
In re Sernaker, 702 F.2d 989, 994-95, 217 USPQ 1, 5-6 (Fed. Cir. 1983). 
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19. With respect to the Declaration of Richard F. Jordan, this Declaration is 
insufficient to overcome the rejections. This is because the Declaration merely states 
conclusions (opinions) and lacks factual support for the expert's opinion. "Although an 
affidavit or declaration which states only conclusions may have some probative value, 
such an affidavit or declaration may have little weight when considered in light of all the 
evidence of record in the application." In re Brandstadter, 484 F.2d 1395, 179 USPQ 286 
(CCPA 1973). 

20. Also, the Declaration refers to steps or elements which are not present in the 
instant claims. For example, paragraph 6 of the Declaration refers to using a monomer 
which is "easy to handle" to predict performance for monomers "more difficult to 
handle". Also, paragraph 9 of the Declaration refers to "particular property being 
measured for threshold performance" and that such is "typically set sufficiently high". 
Thus it is not commensurate in scope with the claimed invention. See also paragraph 29 
below. 

21. With respect to the Declaration of Vincent J. Murphy and the commercial success 
of the invention, the examiner would like to set forth several points. First, the proffered 
evidence is not commensurate in scope with the claimed invention (see MPEP § 
716.03(a)). In order to be commensurate is scope with the claims, the commercial 
success must be due to claimed features, and not due to unclaimed features. Joy 
Technologies Inc. v. Manbeck, 751 F. Supp. 225, 229, 17 USPQ2d 1257, 1260 (D.D.C. 
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1990), aff'd, 959 F.2d 226, 228, 22 USPQ2d 1 153, 1 156 (Fed. Cir. 1992). Second, see 
MPEP § 716.03: An applicant who is asserting commercial success to support its 
contention of nonobviousness bears the burden of proof of establishing a nexus between 
the claimed invention and evidence of commercial success. The term "nexus" designates 
a factually and legally sufficient connection between the evidence of commercial success 
and the claimed invention so that the evidence is of probative value in the determination 
of nonobviousness. Demaco Corp. v. F. Von Langsdorff Licensing Ltd., 851 F.2d 1387, 7 
USPQ2d 1222 (Fed. Cir. 1988). 

22. The examiner's position is that the nexus between the claimed invention and 
evidence of commercial success is not present . The evidence presented is directed to 
very specific sets of experiments using defined conditions. The instant claims are not 
limited to such. Moreover, it appears that there are many unclaimed features that are 
described in the evidence. For example, the Declaration refers to "particular property 
being measured for comparison to a threshold performance" and that such is "typically 
set sufficiently high" (paragraph 5). This Declaration also refers to an "easy to screen 
probe monomer" being used to predict the properties of a "more difficult" polymerization 
(paragraph 8). Thus it is not commensurate in scope with the claimed invention. 

23. To be pertinent to the issue of nonobviousness, the commercial success of devices 
falling within the claims of the patent must flow from the functions and advantages 
disclosed or inherent in the description in the specification. Furthermore, the success of 
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an embodiment within the claims may not be attributable to improvements or 
modifications made by others. In re Vamco Machine & Tool Inc., 752 F.2d 1564, 224 
USPQ617(Fed. Cir. 1985). 

24. Also, the collaborative research effort described in the Declaration is not 
sufficient to prove commercial success. Evidence of licensing is a secondary 
consideration which must be carefully appraised as to its evidentiary value because 
licensing programs may succeed for reasons unrelated to the unobviousness of the 
product or process, e.g., license is mutually beneficial or less expensive than defending 
infringement suits. EWP Corp. v. Reliance Universal Inc., 755 F.2d 898, 225 USPQ 20 
(Fed. Cir. 1985). 

25. For these reasons and the reasons of record, the rejection of claims 16, 17, 19, 24- 

26. 28, 30-33, 37, 38, 41-43, 45 and 50 under 35 U.S.C. 103(a) is maintained. 

Claim Rejections - 35 USC § 112 

26. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

27. Claims 16, 17, 19, 24-26, 28, 30-33, 37, 38, 41-43, 45 and 50 are rejected under 
35 U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. 
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In claims 16 and 42 (and all claims dependent thereon), the phrases "using 
the polymerization performance as a figure of merit for planning. . ." and "using 
the determination as a figure of merit for planning. . (respectively) are confusing 
and render the claims indefinite. If the scope of the invention sought to be 
patented cannot be determined from the language of the claims with a reasonable 
degree of certainty, a rejection of the claims under 35 U.S.C. 1 12, second 
paragraph is appropriate. In re Wiggins, 488 F.2d 538, 179 USPQ 421 (CCPA 
1973) {MPEP § 2173.02}. Additionally, the phrases could be interpreted as 
relative as they do not describe how the information is to be used and the value of 
the "figure of merit"; such information is also not present in the instant 
specification (i.e. specification does not provide a standard). See MPEP § 
2173.05(b) with respect to relative terminology. 

Response to Arguments 

28. Applicant's arguments and the Declarations under 37 CFR 1 . 132 filed April 30, 
2003 have been fully considered but are not found persuasive. The examiner's rationale 
is set forth below. 

29. Applicant argues that the phrases cited in the rejection are not confusing or 
relative (Response, pages 2-3). However, applicants refer to overcoming a "certain 
threshold". What is this threshold? How is it to be determined? Applicants also point to 
the Declarations as support for the phrases. Here applicants and declarants refer to 
"particular property being measured for threshold performance" and that such is 
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"typically set sufficiently high". Again, what is the "particular property" and how high is 
"sufficiently high"? The terminology is not defined by the claim, the specification does 
not provide a standard for ascertaining the requisite degree, and one of ordinary skill in 
the art would not be reasonably apprised of the scope of the invention. Therefore, the 
examiner deems that this does render the claims indefinite and the above rejection under 
35 U.S.C. 112, second paragraph is maintained. 

New Rejections 
Claim Rejections - 35 USC § 112 

30. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by the inventor of carrying out his 
invention. 

31. Claims 16, 17, 19, 24-26, 28, 30-33, 37, 38, 41-43, 45 and 50 are rejected under 
35 U.S.C. 1 12, first paragraph, as containing subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. This is a written description rejection . 

To satisfy the written description requirement, an applicant must convey 
with reasonable clarity to those skilled in the art that, as of the filing date sought, 
he or she was in possession of the invention. Applicant's claims are directed to a 
method of screening potential catalysts where polymerization performance of one 
monomer is used "as a predictor for the polymerization performance" of other 
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monomers and the polymerization performance is used "as a figure of merit for 
planning". The prediction and planning steps are mental steps and there are a 
virtually unlimited number of acts that could read on these steps. The method 
steps are set forth in generic language and no details on how they are to be carried 
out are set forth in the instant specification. 

The above terminology without any description and/or exemplification of 
how the steps are to be carried out and how they are interrelated to achieve the 
object of the invention, does constitute a written description problem in the instant 
case as it is completely unclear that applicant was in possession of the claimed 
genus of prediction and planning. Applicant's claimed scope represents only an 
invitation to experiment regarding possible prediction and planning steps. The 
language of the specification should describe the claimed invention so that one 
skilled in the art can recognize what is claimed. The disclosure must allow one 
skilled in the art to visualize or recognize the identity of the subject matter 
purportedly described. 

Therefore it is deemed that the disclosure is neither representative of the 
claimed genus, nor does it represent a substantial portion of the claimed genus and 
that there is not adequate support in the instant specification for the claimed genus 
or a substantial portion thereof. 



Status of Claims/Conclusion 
32. No claims are allowed. 
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33. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maurie Garcia Baker, Ph.D. whose telephone number is 
(703) 308-0065. The examiner is on an increased flextime schedule but can normally be 
reached on Monday-Thursday and alternate Fridays from 9:30 to 7:00. 

34. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang, can be reached at (703) 306-3217. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 308-4242. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



Maurie Garcia Baker, Ph.D. 
July 14, 2003 



